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DETAILED ACTION 

Status of Claims 

Claims 2 and 6 are cancelled. Claims 1 , 3-5 and 7-20 are pending where claims 
1,11 and 1 4 are amended in view of amendment filed 1 1 /1 3/09, where claim 1 is 
amended by incorporating cancelled claims 2 and 6 into claim 1. 

Status of Previous Rejections 

The rejection of claims 1 and 5-11 under 35 U.S.C. 112, second paragraph, has 
been withdrawn in view of amendment filed 1 1 /1 3/09. 

The rejections of claims 1 , 3-5 and 7-20 under 35 U.S.C. 103(a) have been 
maintained (with cancelled claims 2 and 6 incorporated into claim 1). 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 3-5 and 7-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Evancho et al. (US4082578). 

Evancho et al. is applied to claims 1 , 3-5 and 7-20 as set forth in the 08/14/09 
office action (with cancelled claims 2 and 6 incorporated into claim 1). 

With respect to the amended feature of "has been treated by solution, quenching 
and age hardening at room temperature" in claim 1, such limitation is considered as 
process limitations in a product by product claim. It is well settled that a product-by- 
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process claim defines a product, and that when the prior art discloses a product 
substantially the same as that being claimed, the burden falls upon the applicant to 
show that any process steps associated therewith results in a product materially 
different from that disclosed in the prior art. See In re Thorpe, (227 USPQ 964), In re 
Brown, (173 USPQ 685), In re Fessman, (180 USPQ 524) and MPEP 2113. In the 
instant case, the aluminum alloy appears to be substantially identical with claimed, 
burden is on applicant to show the recited process is in fact results in a materially 
different product compared to the alloy of Evancho et al. 



Response to Arguments 

Applicant's arguments filed 1 1/13/09 have been fully considered but they are not 
persuasive. 

Applicant first argues the claimed product solves the problem of that there is a 
difference in the expansion that occurs between aluminum skin parts and steel frames 
during electrophoresis treatment, while the aluminum alloy of Evancho et al. does not. 
However, this argument is incommensurate with the scope of instant claims since 
instant claims do not require such a feature. In addition, since Evancho et al. disclose a 
substantially similar aluminum alloy as claimed, one of ordinary skill in the art would 
have expected the aluminum alloy of Evancho et al. to show similar properties as 
instant invention. 

Applicant also argues Evancho et al. do not teach the aluminum alloy can be a 
body roof as claimed in the disclosed examples. However, as stated in the previous 
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action, Evancho et al. disclose the aluminum alloy can be used as motor vehicle body 
skin, which does not exclude any portion of the motor vehicle body and does not limit to 
the hood disclosed in one example. Therefore, applicant's argument is not convincing. 

Applicant also argues during different stages of making the aluminum alloy, 
Evancho et al. do not show the same process of making the aluminum alloy or different 
yield strength in certain stage. However, as stated in the previous action, the aluminum 
alloy of Evancho et al. exhibits a yield strength of 159-207 MPa, which overlaps the 
claimed range, and is prima facie evidence of obviousness MPEP2144.05 I. In addition, 
the recited process steps are considered as process limitations in a product by process 
claims.il is well settled that a product-by-process claim defines a product, and that when 
the prior art discloses a product substantially the same as that being claimed, the 
burden falls upon the applicant to show that any process steps associated therewith 
results in a product materially different from that disclosed in the prior art. See In re 
Thorpe, (227 USPQ 964), In re Brown, (173 USPQ 685), In re Fessman, (180 USPQ 
524) and MPEP 21 1 3. In the instant case, the aluminum alloy appears to be 
substantially identical with claimed, burden is on applicant to show the recited process 
is in fact results in a materially different product compared to the alloy of Evancho et al. 

Applicant also argues Evancho et al. disclose a different copper content from 
claimed. However, as stated in the previous action, the amount of copper present in the 
aluminum alloy is a result effective variable since Evancho et al. teach the addition of 
copper can increase the strength level of the final product (Column 7, lines 22-44). 
Therefore, it would have been obvious to one of ordinary skill in the art to have 
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optimized the amount of Cu present in the aluminum alloy of Evancho et al. in order to 
achieve a desired product MPEP 2144.05 II. 

Applicant then tries to show unexpected results obtained by the instant invention. 
The examiner would like to remind the applicant that any objective evidence such as 
unexpected result must be factually supported by an appropriate affidavit or declaration 
to be of probative value. See In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 1 91 , 1 96 
(Fed. Cir. 1984) and MPEP 716.01(c). Evidence of unexpected properties may be in the 
form of a direct or indirect comparison of the claimed invention with the closest prior art 
which is commensurate in scope with the claims. See In re Boesch, 617 F.2d 272, 205 
USPQ 21 5 (CCPA 1 980) and MPEP § 71 6.02(d) - § 71 6.02(e). Since the proof of 
factual evidence is lacking in applicant's assertion of unexpected results, the examiner 
does not find the argument persuasive. 

Therefore, applicant's arguments are not persuasive. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REBECCA LEE whose telephone number is (571)270- 
5856. The examiner can normally be reached on Monday-Friday 8:00 am - 5:00 pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ROY KING can be reached on (571)272-1244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. 1.1 /Roy King/ 
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